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Goait of Cmtoms and Patent Appeals 

In re Smith 
No, 8590 Decided May 18, 1972 

PATENTS 

1. Board of AppeaU — Procedure and 

practice (519,45) 

Pleading and practice in Patent Of-, 
fice — BejectloM (W4*7) 

Board is cnipowered under Patent Office 
Rule 196(b) to make new rejections; while 
Board should have labelled its rejection on 
reconsideration a new one, applicant did not 
seek to avail himself of rights accorded under 
Rule nor does he indicate any desire to fur- 
iher argue the rejection- before Patent Office 
or to introduce additional evidence; accord- 
ingly, rejection is treated as before court on 
appeal 

2. Specification - 

sure (162.7) 

Rule that disclosure of a genus and a spe^ 
cies of a subgenus is a sufTicient description 
of the subgenus .is not consonant with de- 
scription reauirement of 35 U.S.C, 112] pre- 
cisely how close the description must come to 
comply with section 112 must be left to casc- 
by-case development] it cannot be said that 
subgenus is necessarily always implicitly de- 
scribed by a genus encompassing it and a 
species upon which it reads; to the extent 
that In re Risse, 154 USPQ I, provides afore- 
mentioned rule for satisfaction of descrip- 
tion requirement of first paragraph of section 
112, it is overruled. 

3. Claims — Broad or narrow — In 

general (920.201) 

There 's nothing inherently wrong with a 
particular principle of patentability which 
under certain circumstances operates to de- 
feat patentability of a narrow, but not a 
broaocr, claim, and, ordinarily, fact that 
under such a principle .a broader claim 
would pass muster is no basis for adjusting 
principle to render. narrower claim patenta*- 
ble. 

Particular patents— Paint 

Smith, Glossy Emulsion Coating Composi- 
tions Containing Surface Treated l^gments of 
Oilophilic Nature and Method, claims 1, 2, 12 
to 18, 20, and 21 of application refused. 



Application for patent of Richard G. Smith, 
Serial No. 430,468, filed Feb. 4, 1965] Patent 
Office Group 140. From decision rejecting 
claims 1, 2, 12 to 18, 20, and 21, applicant 
appeals. Affirmed. 

Herbert B. Keil, Richard L. Johnston, 
and Johnston, Root, O'Keeffe, Keil, 
Thompson & Shurtleff, all of Chicago, 
liL, for appellant. 

S- Wm. Cochran (Fred E. McKsLVEy of 
counsel) for Commissioner of Patents. 

Before Rich, Aimond, Baldwin, and Lane, 
Associate Judges, and Rao, Jiidge, United 
States Customs Court, sitting by designa- 
tion. 

Lane, Judge, 

This appeal is from the decision of the 
Board of Appeals sustaining the examiner's 
rejection of claims 1, 2, 12-18, 20 and 21 of 
appellant's application, Serial No. 430,468, 
filed February' 4, 1965, for "Glossy Emulsion 
Coating Compositions Containing Surface 
Treated Pigments of Oilophilic Nature and 
Method." This application is asserted to be a 
continuation of an application filed in 1956,^ 
which was ^continuation-in-part of a 1951 
application,' which in turn was a continua- 
tion-in-part of Serial No. 774,897, filed Sep- 
tember 18, 1947, We affirm the board's deci- 
sion. 

The Invention 

The invention is directed to the comjjound- 
ing of a glossy water base emulsion paint. In 
his brief before this court, appellant distin- 
guishes between single phase, oil base paints 
and dual phase, water base emulsion paints 
wherein there is a continuous phase of water 
in which globules of oil arc suspended. By 
*'oil" is meant "those natural and synthetic 
fluid organic water insoluble compounds 
commonly used as a whole or part of the ve- 
hicle or binder in coaling compositions." 
Whereas oil base paints are said to be natu- 
rally glossy, water base emulsion paints tend 
to be *'flal." Various advantages are claimed 
for water base paints, and the object of this 
invention was to produce a glossy water base 
emulsion paint. 

Appellant postulates that the reason for 
flatness in a water base paint is *'thc fact that 
it contains two phases, the water phase pref- 
erentially wetting some of the pigment so that 
some pigment is contained in the volatile water 
phase." The concept underlying the present 
invention was the appreciation that "if the 



Appeal from board of Appeals of the Patent 
Office. 



' Serial No. 574,988 filed March 30, 1956. 
^Serial No. 230,841 filedjune9.l95l. 
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pigment used in these paints could be surface 
coated in such a way that it would be wholly 
wetted by the oil phase and not be permitled to 
migrate into the water phase," the problem 
would be solved. 

The ctaiRis reflect this approach. Claims 1 
and 2 are drawn to an emission coating com- 
position having a continuous water phase and 
a discontinuous oil' phase dispersed therein. 
The pigment is disfxrsed in the discontinuous 
oil phase and is maintained in that phase as a 
result of a surface coating of an organic com- 
pound which renders the pigment "oitophil- 
ic" i.e., having an afBnity for oil, and partic- 
ularly, having a preferential affinity for oil as 
compared to water. The organic compounds 
with which the pigment may be coated arc 
described in the specification as follows: 

[They] are monomcric organic compounds 
characterized by at least one non-polar or- 
ganic hydrophobic group containing at least 
eight carbon atoms in a hydrocarbon struc- 
ture which in the form of its monocarboxyl- 
ic acid is soluble in oleorcsinous varnishes 
and insoluble in water, and at least one po- 
lar group preferably selected from the class 
consisting of carboxylic adds, salts of said 
carboxylic acids, esters of said carboxylic 
acids and cationic ammonium and amine 
surface active groups containing an ioniz- 
able negative radical of a water soluble acid. 
Such polar groups arc cfTeclive in causing 
said organic compounds to adhere to the 
pigment surface^ especially where the latter 
are hydrophilic. 

Claim 1, subdivided for convenience, reads 
as follows: 

K An emulsion coating composition 
comprising essentially 
a continuous aqueous phase and 
a discontinuous water insoluble oil phase 
containing dispersed in said discontinu- 
ous phase a pigment which is surface coated 
with an organic compound effective to 
render said pigment oilophilic» 

said organic compound being a mono- 
mcric orgamc compound characterized by 
at least one non-polar organic hy- 
drophotnc group containing at least S 
carbon atoms in a hydrocarbon struc- 
ture, which group in the form of its 
monocarboxylic acid is soluble in 
oleorcsinous varnishes and insoluble in 
water, 

and at least one polar group, 
said organic compound adhering to 
said pigment surface when said coated 
pigment is emulsified, 
said coating having been applied to said 
pigment prior to emijJsification thereof and 



prior to dispersion of said pigment in said 
oil phase, 

and said discontinuous pigmented phase 
being capable of forming a continuous solid 
glossy Rim when dried. 
Claim 2 further defines (he organic compound 
by the general formula: 
0 

R(C^OX)n 
where R is an organic radical containing 
8 to 36 carbon atoms in a hydrocarbon 
structure^ X is an inorganic cation, and n is 
a whole number from 1 to 2 * * *. 
A series of composition claims more limited 
with respect to the pigment and the organic 
compound with which it is coated were al- 
lowed by the examiner. 

Hie process of making the composition is 
also claimed* Claim 12, which is representa- 
tive of the process claims on appeal, reads in 
pertinent part as follows: 

12. A process of preparing emulsion 
coating compofiitions comprising essentially 
a continuous aqueous phase and a discon- 
tinuous water insoluble oil phase containing 
a pigment dispersed in said discontinuous 
phase which comprises surface coating a 
pigment with an organic compound effective 
to render said pigment oilophilic and adding 
water to said pigment, thereafter adding an 
oil phase and emulsifying said surface 
coated pigment to form a walcr-in-oil, 
pigment-] n-oil emulsion and converting said 
water-in-oil, pigment-in-oil emulsion to a 
pigment-in-oil, oil-in-watcr emulsion * • *, 
The remaining process claims, 13-18, 20 and 
21, define the method in varying degrees of 
specificity. Several process claims limited to a 
specific pigment and organic compound were 
allowed. 

The Referencei 

■Baldwin ' discloses modifying the surface 
energy characteristics of a pigment by "caus- 
ing precipitated suspensions oT water repellant 
metallic organic compounds to become ad- 
herent upon the surface of the pigment in the 
form of a thin film covering each pigment 
particle," Among the coating compounds dis- 
closed are those used by appellant. The pat- 
entee was primarily concerned with improving 
pigments for use in a variety of systems, but 
specific advantages of pigments made by the 
disclosed method are stated to be '*smooiher 
and glossier paints ♦ ♦ 

Uiff et al, (Ilifl),* a patent issued on May 4, 
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^PatentNo. 1»946,054 issued February 6, 1934. 
*Pitenl No, 2,440,953. 
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1948, on an application filed Apri) 11» 1944, 
involves aqueous emulsion coating composi- 
tions. Patentees state: 

[D]iflicultics arc encountered in produc* 
ing materials which produce glossy films or 
coatings and which possess satisfactory 
stability in this respect. The difficulty ap- 
pears to be due to a tendency for the white 
pigment (titanium dioxide) to migrate from 
the oil phase into the external aqueous 
phase of the emulsion resulting in instabili- 
ty with respect to producing ^ossy films or 
coatings. 

• * * 

This invention therefore presents as the 
principal object means for producing stable 
white or tinted emulsion coating composi- 
tions which will produce glossy films. 

* « • 

These objects arc accomplished in the 
present invention by incorporating, as the 
principal pigment in the composition, ti- 
tanium dioxide which has been treated (as 
hereinafter described) to impart to it or- 
ganophylic properties with respect to its 
action in the aqueous resin emulsion, ve- 
hicle. 

Iliff el al. refer to various methods of treating 
the pigments already in the prior art as of the 
lime their application was filed which essen- 
tially involve coating the pigments with inor- 
ganic compounds^ but also disclose that "other 
treatments which may impart organophilic 
properties to titanium pigments are not to be 
precluded from the present invention.*' 

CasseP relates to improvements in the 
dyeing of textile fabrics with pigments where- 
in the problem of pigment adherence to such 
fabrics is solved by the addition of controlled 
quantities of a * 'pigmented lacquer-in- water 
emulsion'* to the fabrics. In example 3 of the 
Cassei patent the emulsion is prepared by 
forming an aqueous *'pulp" of blue pigment, 
adding it to an alkyd resin-in-oil solution to 
give a water-in-Iacquer emulsion, and invert- 
ing the emulsion by pouring it into an aque- 
ous solution of sodium lauryl sulfate to ^yc a 
lacquer-in-watcr emuision. The solicitor 
summarizes this process as coniprising the 
sequence of mixing an untreated pigment with 
water, adding oil to give a water-in-oil emul- 
sion, and adding water and emulsifier to con- 
vert the waier-in-oil emulsion to an oil-in- 
wateremuluon. 

The examiner .additionally relied upon 
patents to Berry ' and Machlin,^ but the 



A Patent Na 2,343,642 issued February 29, 1944. 
* Patent No. 2,274,521 issued February 24, 1942. 
^ Patent No. 2,290,914 issued July 28, 1942, 



board dismissed these as cumulative. The 
solicitor agrees that they arc not before uSp 
and we do not consider their teachings. 

The Ground! of Rejection 
In its original decision, the board treated 
the method claims as standing or falling with 
the composition claims and held all of the 
claims on appeal to be unpatentable under 35 
U.S.C. 103 over Iliff in i^cw of Baldwin. 
Appellant requested reconsideration urging 
that the claimed method was patentably dis- 
tinct from the composition and should be 
treated separately. The board did reconsider 
its position and concluded that "except for the 
specific pigment-coating step," Cassei, a ref- 
erence previously applied by the examiner but 
dropped in the examiner's answer, **shows the 
manipulative steps of claim 12." A fair read- 
ing of the board s decision on reconsideration 
indicates that it was of the view that the sub- 
stitution of the claimed coated pigment, be- 
lieved to have been suggested by IlifF and 
Baldwin, for the untreated pigment used in the 
Casscl process would have been obvious to one 
of ordinary skill in the art. 

[ 1 ] Appellant asserts that inasmuch as the 
examiner dropped Gassel, it is not before us. 
The difficulty with appellant's position is that 
the board is empowered under Patent Office 
Rule 196(b) to make new rqections, and wc 
think it dearly ^Md make a new rejection of the 
process claims as unpatentable under 35 
U.S.C. 103 over Cassei in view of Iliff and 
Baldwin- While the board should have la- 
belled its rejection on reconsideration a new 
one, appellant did not seek to avail himself of 
the rights accorded under Rule 196(b), nor 
does he now indicate any desire to further ar- 
gue the rejection before the Patent Office or to 
introduce additional evidence. Wc accordingly 
treat Cassei, and the rejection in which it is 
relied upon, as before us. Sec In re Hysonj 59 

CCPA . 453 F.2d 764, 766, 172 USPQ 

399. 401 (1972); In re Cavrich, 59 CCPA 

, 451 F,2d 1091, 1093, 172 USPQ 121, 

122 (1971). Giving due consideration to the 
time and elTort which has already been ex- 
pended by the parties and this court to this 
point in the appeal, wc do not feel that justice 
would be served by a remand which would in 
all probability fail to significantly aid anyone. 

Opinion 

To reiterate, wc have two rejections before 
us in this appeal. The first is the rejection of 
composition claims 1 and 2 under 35 U.S.C^ 
103 as obvious from HifT in view of Baldwin. 
The other is the rejection of method claims 12- 
18, 20 and 21 under 35 U.S.C. 103 as obvious 
from Cassei in view of IlifF and Baldwin. 
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/. Availability of Iliff as a Reference 
A threshold issue common to both rejections 
is the availability of Iliff as a reference. The 
lliBT patent was issued on May 4, 1948, on an 
application filed April 11, 1944, As noted 
above, appellant alleges that the application 
on appeal is in a chain of continuing applica- 
tions, the earliest of which was filed dn Sep- 
tember 18, 1947, followed by one filed on 
June 9, 1951. During the course of prosecu- 
tion of his prior applications, appellant sub* 
mitted affidavits under Rule 131 purporting 
to prove conception and reduction to practice 
of the claimed invention prior to the eflTcctive 
dateofllifr. 

The cxajniner attacked the sufficiency of the 
affidavits and also held that the 1947 applica- 
tion failed to support the presently claimed 
invention thereby depriving appellant of the 
right to rely upon its filing date. Since Iliff is- 
sued more than one year prior to the Eling 
date of the 1951 application, the examiner 
concluded that Iliff was statutory bar and 
could not be overcome by a Rule 131 show- 
ing.* The board agreed that Iliff is a statutory 
bar and did not, therefore, give much con- 
sideration to the substance of the affidavit 
evidence. Concerning the 1947 application, 
the board stated: 

We find no mention in that application 
of the requirement that the coaling com- 
■ pound must be a monomer having at least 
8 carbon atoms in its hydrophobic moiety ^ 
and that more than one polar group was 
contemplated, all of which is recited in 
claim 1. With respect to claim 2, we find 
no disclosure in the above parent 11947] 
application of the 8 to 36 atom limitation, 
or the specific presence of 2 carbmcylatc 
groups in the coating compound. While the 
questioned limitations are consistent with 
tnc broader aspects of the parent disclo- 
sure, they coula not be specifically claimed 
in the parent application. [Emphasis in 
original] 

Appellant asserts that the 1947 application 
contains a disclosure of organic coating com- 
pounds which is generic to the compounds 
which appear in the present claims as well as a 
disclosure of species upon which the subgCntis 
of organic compounds now claimed rciads. 
This, he argues^ is sufficient for a supporting 
parent disclosure relying upon In re Rissc, 



» Rule 1 31 provides that a patent will not bar the 

thai the invcmion ioughi to be patented was com- 
pleted prior to the reference patent filing date "un- 
less the date of such patent ♦ * * be more than one 
year prior to the date on which the application was 
filed in ibis country/' See 35 US.a 102 <b). 



54 CCPA 1495. 378 F.2d 948. 154 USPQ 1 
(1967), He points out the foUowing portion of 
the 1947 specification: 

The. treatment of pigments with polar 
agents is not new per se and can be accom- 
plished by several methods employing a 
.variety of effective compounds. In general 
these methods involve surface coating the 
pigment with an oil soluble polar organic 
compound. Among the polar organic com- 
pounds are acidic resins, water soluble 
resinates, water insoluble metallic resi- 
nates, long chain fatty acids, their salts 
and soaps, benzene carboxylic acid and its 
salts, naphthenic adds and their soaps and 
salts, cationic active . agents, e.g., alky] 
amine salts and quaternary ammonium 
compounds containing at least \2 carbon 
atoms in an alkyl group or groups, e,g.. 
iauryl pyridinium bromide, and long chain 
(at least 12 carbon atoms) fatty acid^con* 
tai ning orga nic- Werner complexes. 
Comparing this disclosure to the compounds 
recited in the claims on appcal> appellant con- 
tends: 

It is obvious that the surface coating or- 
ganic compounds recited in the foregoing 
paragraph are monomcric. have a hydro- 
carbon structure of at least $ carbon atoms, 
except for benzene carboxylic acid which 
contains six carbon atoms in a hydrocarbon 
group, and contain at least one caVboxy or 
carboxylatc group. If appellanl^s claims had 
been drawn m'prc broadly, they would be 
supported by the parent application. They 
can be described as subgencric claims be- 
cause they delineate the invention inore 
specifically by reciting that the organic ma- 
terial used to coat the pigment is lAonomcr- 
ic, contains at least 8 carbon atoms and at 
least one carboxy or carboxylatc group. 
The principal question involved is whether 
or. not appelant is entitled under 35.U.S.C. 
120 to the benefit of the filing date of his 1947 
application for the subject matter presently 
claimed.* To comply with 9 120, the prior 
application must satisfy "the disclosure re- 
quirements of the first paragraph of § 112 
♦ • • with respect to the subject matter now 
'We note that the 1947. application. was aban- 
doned in 1951, prior to the January 1, 1953, cffcc- 
itvc date of title 35, United States Code, See Act of 
July 19, 1952, ch. 950, 5 A, 66 Stat. 81 5, reproduced 
ai 35 U,S.C. at 71 . The solicitor nevertheless asserts 
that 35 U.S.a 120 governs, and we agree. The 1951 
udUmlou wax Dftodlvbg in 1953^ and accordlnc, to 
Ihfe" Act of July 1 v52, 5 4; title 35 applied to pending 
applications. Thus, appellant can rely on 35 U.S-C. 
120 for the effective daie oF his next preceding .1947 
aE^Ucation if the rcquircjnent* of i 120. are other- 
wise satisfied. 
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claimed." Martin v. Johnson, 59.GCPA , 

454 F.2d 746, 172 USPQ 391 (1972); In re 
Brower, 58 CGPA 724, 433 R2d 813. 167 
USPQ 684 (1970). The examiner's and 
board's refusal to accord appellant the benefit 
of the filing date of his 1947 application was 
prcmisftl on their finding that the invention 
now claimed was not "disclosed" in, . or 
"supported" by, the 1947 disclosure. Trans- 
lated in terms of a first paragraph, 5 112, 
requirement, it is evident that the Patent Ofr 
ficc holding was that there was no description 
of the invention now claimed in the earlier 
specification. Sec Martin v. Johnson, supra; 
In re Lukach. 58 CGPA 1233, 442 F.2d 967, 
169 USPQ 795 (1971), 

In re Rissc, supra, relied upon by appellant, 
involved, inter alia, the <juestion of "support"' 
for a claimed subgenus tn the disclosure of a 
parent application. The court did not speak in 
terms of the dcacription mjuircment of 4 1 12» 
and it is since Risse that this court has focused 
on the cxpre^ language of the statute. The 
recent ca^es suggest a more stringent re- 
quirement for a description of the claiincd in- 
vention than nnay have been previously ap 
p[M in cases wherein the issue was framed in 
terms of "support" for claimed subject matter. 
Compare Martin v. Johnson, supra; Fields v. 
Conovcr, 58 CGPA 1366, 443 ¥2d 1386, 170 
USPQ 276 (1971); In re Lukach, supra; In re 
DiLeonc, 58 GCPA 934, 436 F.2d 1033, 168 
USPQ 598 (1971); In re DiLeonc and Lucas, 
58 GCPA 925, 436 F.2d 1404, 1 68 USPQ 592 
(1971); In re Ahlbrecht, 58 CGPA 848, 435 
F.2d 908, 168 USPQ 293 (1971); with Risse, 
supra; In re Grimmc, 47 CGPA 785, 274 F.2d 
949, 124 USPQ 499 (I960), Doubt as to the 
contmuing vitality of Risse in light of the sub- 
sequent ''description requirement'* cases Has 
already been cast in Lukach and Fields v. 
Conover: 

In distinguishing In re Fried, 50 GCPA 
954, 312 F.2d 930, 136 USPO 429 (1963), 
and Watson v. Bcrsworth, 251 F.2d 898. U6 
USPQ 79 {D.C, Cir. 1958), this court in Rissc 
said: 

The critical' distinction is that in the 
Fried and Watson v. Bersworth cases, each 
of the applicants was attempting to claim a 
subgenus not specifically disclosed as such 
in the parent case, which contained only 
generic disfiosure but no description of a 
single species within iht scope of the later 
claimed subgenus. It is difficult to arrive at 
such a subgenus by a purely deductive ap- 
proach, selecting appropriate variables from 
the generic disclosure. On the other hand, 
one may more easily reach such a subgenus 
by proDcedtng toward it from two opposite 



directions, i«e., by an inductive approach 
from a specifically disclosed species within 
the subgenus, as well as the oeductive ap- 

fsroach from the generic disclosure. The 
atter situation is represented by the facts of 
this case as well as Gnmme. In both cases 
the subgeneric claims of the continuation- 
in-part applications (1) are completely 
within the scope of the parent case generic 
disclosure and (2) read on at least one spe- 
cies disclosed in a working example of the 
, parent application,** 

[ 2 ] From this passage emerges the rule re- 
lied upon by appellant to the effect that the 
disclosure of a genus and a species of a 
subgenus is. a sufficient description of the 
subgenus. We do not now fed that such a rule- 
is consonant with either the letter or spirit of 
the description requirement of M 12. 

Precisely how close the description must 
come to comply with 5 112 must be left to 
I case-by-case development. However, the rule 
'extracted from Risse is much too broad. 
Whatever may be the viability of an inductive* 
deductive approach to arriving at a claimed 
subgenus, it cannot be said that such a 
subgenus is necessarily always implicitly de- 
scribed by a genus encompassing it and a spe- 
cies upon which it reads. Unfortunately, Risse 
has been interpreted as so saying, and to put 
the proposition to rest, we overrule Risse to 
the extent that it provides the aforementioned 
"rule'* for the satisfaction of the description 
requirement of the first paragraph of S 1 12. 

[3 f Appellant apparently perceives an 
anomaly resulting from the failure to follow 
Risse When he contends that had he simply 
drawn his claims more broadly, he would have 
satisfied the requirements of 51 12. However, 
even assuming that broader claims would have 
descriptive support^ it does not follow that 
, such claims would be otherwise patentable, 
Section 112 itself imposes several conditions 
on the disclosure and claims, and the per- 
, tincncc of the three prerequisites to patcnt- 
i ability of a given claimed invention— utility, 
I novelty and nonobviousncas — may well dc- 
' pcnd upon its breadth. We see nothing inher- 
ently wrong with a particular principle of 
patentability which under certain circum- 
stances operates to defeat the patentability of a 
narrow, but not a broader, claim, and, ordi- 
narily, the mere fact that under such a princi- 
ple a broader claim would pass muster is not a 
basis for adjusting the principle to render the 
narrower claim patentable.'^ We will not at- 



1" 54 CCPA at 1 5D0, 378 at 952, 1 54 USPQ 

at5. 

n But sec In re Strykcr. 58 CCPA 797, 435 F.2d 
1340,168 USPQ 372 (1971). 
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tempi to anticipate the patoitability of ctaims 
difiTerent in scope from those "on appeal as a 
step antecedent to deciding a particular issue 
as applied to the particular claims before us. 

Without the Rissc doctrine, appellant has 
no basis on which the disclosure in the 1 947 
application may be treated as a description of 
ine subject matter now claimed. The situation 
resembles that in* Ahlbrccht wherein the 
subgenus sought to be patented was actually 
an extension of the only subgenus speciBcaily 
described in the prior application. In 
Ahlbrechi, we held that the parent disclosure 
of fluorinated esters having "m" number of 
CH2 groups, wherein "m" was disclosed as 
an integer from 3 to 12» was not a legally suf- 
ficient description of subsequently claimed es- 
ters wherein "m" was an integer from 2 to 12. 
Hence, even accepting the thrust of appellant's 
contention to the effect that the subgenus of 
pigment coating compounds now claimed en- 
compasses compounds that were disclosed in 
the 1947 application^ we nevertheless find 
ourselves in agreement with the board and the 
solicitor that the claimed subgenus of coaling 
compounds with at least 8 carbon atoms was 
not adequately described in the earlier appli- 
cation which disclosed compounds with at 
least 12 carbons. 

Since the 1 947 application docs not describe 
the claimed subject matter in the contempla- 
tion of 5 1 12, first paragraph, appelant is not 
entitled to the § 1 20 benefit of the filing date of 
that earlier appVication. Accordingly, lUH 
stands as a § 102 (b) statutory bar available 
for consideration along with other prior art in 
the determination of obviousness under 35 
U.S.C. 103, and appellant may not, by Rule 
131 affidavit, overcome it, 

11. Obviousness of the Composition 
The board held that it would have been 
obvious to substitute Baldwin's coated pig- 
ment for the coated pigment disclosed by IlifT. 
Appellant asserts tnat such a substitution 
would XkKK have been obvious amce Baldwin is 
concerned with oil base paints whereas Iliff 
involves water base paints. The essence of the 
argument would appear to be that the two 
environments are so dissimilar that one of or- 
dinary skill in the art would not extract from 
BaJdmz] a ttatchtng sippMcahle to water emul- 
sion paints. 

The solicitor stresses that Iliff recognized 
the problem of low gloss value in emulsion 
paints, its source in the tendency of pigments 
to migrate from the oil to the water phase, and 
the conceptual solution, of coatitvg the pigment 
to impart organophilic properties. The solici- 
tor points to the invitation in IlifT to use other 
treatments than that disclosed, which com- 



prises applying an inorganic coating, and 
concludes that there is ample suggestion to 
employ the Baldwin coating which is taught to 
yield glossier paints. 

We agree with the conclusion of the board 
and the solicitor's reasoning. In IlifT, we find a 
reco^ition of the problem faced by appellant 
and Its general solution. Iliff appreciated that 
treatments other than coating with an inor- 
ganic material would be suitable. Baldwin 
discloses such an alternative treatment, and we 
believe that given the direction provided in Il- 
ifT, one of ordinary skill in the art would be led 
to employ Baldwin's coatings in lieu of Iliff*s. 
As taught by both Iliff and Baldwin, the use of 
such coated pigments would yield glossier 
paintSj the result contemplated by appellant. 

We affirm the rejection of composition 
claims 1 and 2 under 35 U.S.C. 103. . 

IIL Obviousness of the Method 
The board regarded the sole difference be- 
tween Cassel and the presently claimed proc- 
ess to be the pigmcnt*coating step. Having 
concluded that coating a pigment with the or- 
ganic compound claimed would have been 
obvious from Diff and Baldwin/ the board 
considered the claimed method obvious. Ap- 
pellant argued before the board that the affi- 
davit of Willis demonstrated that the results d" 
the claimed process are superior to those 
achieved by Cassd, Specifically, affiant com- 
pared the gloss of a coating of an cmuldon 
prq>ared by the method described in example 
3 of the Cassel patent to that of a coating of an 
emulsion prepared by the claimed process and 
found the former to be much poorer The 
board did not regard the Willis affidavit to be 
]>ersuasive of nonobviousness saying: 

Appellant refers to the Willis afiidavit 
filed October 23, 1 967, in which Example 3 
of Cassel * * * was duplicated and allegedly 
did not' produce appellant^s result o(a glos- 
sy coat. However, it appears from the affi- 
davit that the Cassel method did produce a 
water-continuous emulsion by inverting an 
oil-continuous emulsion prepared by flush- 
ing an aqueous pigment dispersion into an 
oil vehicle; i.e., except for the specific pig- 
ment-coating step, Cassel shows the manip^ 
ulative steps of claim 12, 
Before this court, appellant notes that his 
specification states that ^*{i]nitially to disperse 
a pigment in water that one desires to be dis- 
persed in oil is a novel concept which would 
not be done deliberately to bring a pigment 
ItitQ an oil phase,'' and urges thai Cassel fails 
to suggest this discovery. The solicitor con- 
tends that Cassel docs add a pigment directly 
to water and that one having an organophilic 
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coated pigment such as Baldwin^s would use 
the CasaeT method expecting that because of its 
increased afRnity for oil and decreased affinity 
for water, the coated pigment would ultiitiate- 
ly end up in the oil phase. 

We think the Patent Office has made out a 
strong prima fade case of obviousness of the 
claimed method. It appears that in terms of a 
sequence of manipulative steps, Cassel dis- 
closes the method herein claimed. Although 
Cassel utilizes an untreated pigment, we agree 
that the substitution of the coated pigment 
taught by Iliff and Baldwin therefor would be 
prima facie obvious. 

The Willis affidavit does not provide a per- 
suasive rebuttal of the prima facie case. While 
appellant interprets the affidavit showing as 
proof that Cassel's method fails to yield a 
glossy emulsion, the comparison would appear 
to turn on the difference in the pigments em- 
ployed. It is expected from the disclosures in 
Iliff and Baldwin that a coated pigment will 
produce a glossy emulsion whereas an un^ 
treated pigment will not. In short, the proven 
distinction between the Cassel disclosure and 
the claimed method is only the expected one, 
and as such, it is not persuasive of nonobvi- 
ousness. We accordingly affirm the rejection 
of claims 12 through 1 S, 20 and 21. 

The decision of the board sustaiiung the re- 
jection of all the claims here on appeal is a/- 
firmed. 



Court of Cuttomi and Patent Appeals 

In re Brown and Saffer 
No. 8621 Decided May 18, 

PATENTS 

1, Court of Custbrnt and Patent Appeals 

^ Briefs [mM) 

Court does not consider specific references 
cited in solicitor's brief since these references 
were not relied on in rejection at bar. 

2. 'Claimi ^ Article defined by process 

of manufacture li20M) 

Patentability — Subject matter for 
patent monopoly — Procesif prod* 
uct and apparatus (951.613) 

In order to be patentable, product must be 
novel, useful, and unobvious; this is true 
whether product is claimed by describing it 
or by listing process steps used to obtain it; 



this latter type of claimj called a product-by- 
process claim, does not inherently conflict 
with second paragraph of 35 U.S.C. 112; 
that method of claiming is acceptable so long 
as claims particularly point out and distinct- 
ly claim product or genus of products for 
which protection is soi^ht and satisfy other 
requirements of statute; however, lack of 
pl^sical description in product-by-process 
claim makes determination of patentability 
more difficult, since it is patentability of 
product claimed and not of recited process 
steps which must be ^tablished; therefore, 
when prior art discloses a product which 
reasonably appears to be identical with or 
only slightly different than product claimed 
in producl-by-process claim, a rejection 
based on sections 102 or 103 is fair; Patent 
Office is not equipped to manufacture prod- 
ucts by myriad of processes put before it and 
then obtain prior art products and make 
physical comparisons therewith. 

Particular patents— Catalyst 

Brown and Saffer, Ethylene Oaddation 
Catalyst, claims 7 to 14 of application al- 
lowed; ciai ms 1 5 to 1 9 refused. 



Appeal from Board of Appeab of the Patent 
Office, 

Application for patent of David Brown and 
Alfred SaJTer, Serial No. 612,731, filed Jan. 
30, 1967; Patent Office Group 113. From de- 
cision rejecting claims 7 to 1 9, applicants ap- 
peal. AfRrmed as to claims 15 to 19; reversed 
as to claims 7 to 14. 

WiLUAM C. Long and David Dick, both of 

New York, N. Y., for appellants. 
S. Wm. Cochran (Fred W. Sherunc of 

counsel) for Commissioner of Patents. 

Before Rich, Almond, Baldwin, and Lane, 
Associate Judges, and Rao, Judge, United 
Stat« Customs Court, sitting by designa- 
tion. 

Baldwin, Judge. 

This appeal is from the decision of the Pat- 
ent Office Board of Appeals affirming the 
examiner's rejection of^clairos 7-19 in appel- 
lant's application.-* No claims have been al- 
lowed. 

The Invention 

The invention relates to catalysts for vapor 
phase partial oxidation of ethylene to ethylene 
oxide. Claims 7 and 15. the only independent 
claims in the case, read as follows: 



Apolication Serial No. 612»731^ filed January 



30. 1967. 



